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REPLY AND AMENDMENT 
LISTING OF THE CLAIMS 



1. (Presently Amended) A procedure for the manufacture of a 
special tile from a basic tile which is single fired, porcelain stoneware, double 
fired, porous single fired or simi l ar, including tho following phacoo: 
manufactured using other commonly known materials from the sector. 
comprising both a first phase for a)-tte cutting of the basic tile according to a 
pre d e torminod cutting plan and transverse transvora l to a decorated front 
surface to oroato a spocia l ti l o; b) tho and a second phase for chamfering, 
beveling or rounding of at least one edge of the said special tile to form a 
profile with a pre d o t o rmined surfac e geom e try and f i n i sh; c) tho co l d desired 
shape, further comprising the following two phases: 

- an application, to the area of the worked profile, by means of a 
painting product apparatus, of a cold painting product which acts as a 
superficial or decorative finish, by moano of a paint i ng apparatus; said 
application being mad e bv means of a painting apparatus: said application of 
the cold painting prod uct being suitable to avoid the necessity of a second 
firing which mav often cause cracks and breakages in the special tiles and 
therefore working scraps: d44he 

z_a drying of the special ti l o for a pro determined per i od of t i m o in an 
e nv i ronment said painting product with a controlled temperature after its 
application: said painting product being suitable for the restoration of the 
original aesthetic appea rance of the said special tile in the same area of which 
have been executed the said phase of chamfering, beveling or rounding . 
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2. (Presently Amended) A procedure as in claim I, wherein the 

drying phase takes place in a controlled environment at 20°C for a period of 
approximately two hours. 

3. (Presently Amended) A procedure as in claim 1, wherein the 
painting apparatus includes an a manual airbrush of a manua l typo . 

4. (Original) A procedure as in claim 1, wherein the cold painting 
product includes a double component polyurethane product. 

5. (Presently Amended) A procedure as in claim 1, wherein after 
the chamfering phas e and b e for e th e g l az i ng phas e, beveling or rounding 
phase and before the application of the cold painting product , two further 
intermediary phases are envisaged: e ) th e 

: an application to the area of worked profile of a neutral epoxidic 

pigmented primer which acts as fixative, said application being made by 
means of a painting apparatus;^ 

: leaving the special tile to rest for a pr e d e t e rmin e d p e riod of t i m e 

in aan environment with a controlled temperature before the application of the 
cold painting product. 

6. (Original) A procedure as in claim 5, wherein the resting phase 
takes place in a controlled environment at 20°C for a period of approximately 
two hours. 
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7. (Presently Amended) An assembly line for producing special 
tiles from basic tiles constructed according to the procedures set forth in claim 
44. said ass e mb l y l i n e i nc l uding, i n ordor: a cutt i ng station for comprising 
both a first station for cutting the basic tiles; and a second station for- a 
chamfering, beveling or rounding stat i on for at loaot ono of tho odgoo of the 
special tile cut from the basic tile, to form a profile with pre-determined surface 
geometry and finish ; said ass e mb l y lin e inc l uding, in ordor: 

a primer f irst station, including an apparatus with a manual 
airbrush, for the application of a primer which acts as a fixative to the area of 
the worked profile; 

^_ a ventilated resting station where the special tile is left at 
approximately 20°C for approximately two hours; 

-_ a painting second station, including an apparatus with a manual 
airbrush, for the cold application of a painting product for the surface finish to 
the area of the worked profile; and 

z_ a ventilated drying station where the special tile is left at 
approximately 20°C for approximately two hours. 

8. (Presently Amended) A special tile created from a basic tile and 
constructed according to the procedure for the manufacture of a special tile 
defined in claim V- 4, wherein said special tile includes a front surface with a 
decoration and a finish determined in the basic tile manufacture's plant, and at 
least one chamfered, beveled or rounded edge, which defines the worked 
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profile, preferably with a "bird's beak", cold painted with a painting product to 
obtain a surface finish which is generally similar to or coordinated with the 
decoration and the finishing on the front surface. 
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REMARKS 

In the present amendment, claims 1-3 5, 7, and 8 are amended. The 
amendments are linguistic in nature, rather than substantive; thus support for 
the amendment is provided by the specification and claims as filed, and no 
new matter is added by these amendments. Claim 3 is cancelled. Claims 7 
and 8 include the parallel linguistic amendments as in claims 1 and 5, 
although they were withdrawn from consideration by the Examiner in view of 
the traversed restriction requirement. Claims 1-8 are in the case, claims 1-6 
have been considered by the Examiner and claims 7 and 8 were withdrawn 
from consideration. Continued examination is respectfully requested, 
including reconsideration of the patentability of the claims and the restriction 
requirement. 

The Examiner's notation of the allowability of claims 4-6 if rewritten to 
overcome the objections under 35 U.S.C. § 112 and statement of reasons 
therefor is gratefully acknowledged. As discussed below, it is believed that 
the present amendment overcomes the noted objections, and are thus 
allowable. 

Claims 1-6 stand rejected under 35 U.S.C. § 112 for being indefinite, 
Insofar as this rejection may be attempted to be applied to the amended 
claims, is respectfully traversed. 
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In support of this traversal, applicant points out that the language 

objected to in the claims has been changed and the claims have been 
amended along the lines suggested by the Examiner. The phrases "or the 
similar" and "or the like" have been deleted from the claims. The 
"predetermined" temperature refers to the firing temperatures, which are well 
known in the art, and need not be further explicated to provide proper support, 
however, the reference is clarified with the present amendments without using 
the term "predetermined" alone. The term "transversal" was replaced with 
more typical English usage. The phrase "manual type" was clarified, and 
proper antecedent basis has been provided for "the glazing phase". 

Claim 1 was rejected under 35 U.S.C. §102 as allegedly being 
anticipated by the disclosures of Lewis, U.S. Patent No. 6,354,058. This 
rejection, as it may apply to the presently amended claims, cannot be agreed 
with and is respectfully traversed. 

In support of this traversal, attention is respectfully directed to the cut 
mentioned by the Examiner in the column 3, line 35 from the relied upon prior 
art document, U.S. Patent No. 6,354,058 relates to a "circle cuts, like around 
faucets or supply lines". This type of cutting all the way through a tile to form 
an edge (usually perpendicular to the tile front, as shown in figures 1-4 of 
Lewis) for shaping the tile as laid out, should be distinguished from a 
transverse (7) cut made to the edge of a tile for shaping the tile as it falls from 
the main, flat, front surface (3) of the tile to the underlying support, an edge 
which remains in view after final tile installation. The "chamfering, beveling or 
rounding" recited in the claims (sometimes also called "bullnose"), refers to 
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the rounding, for aesthetical purposes, to a longitudinal cut operated on a 
basic tile. 

Moreover, the aim of regularizing the mentioned circular cut in U.S. 
Patent No. 6,354,058 makes mention of the use of sand paper. In applicant's 
amended claim, applicant treats the cut to a median bevel machining (as 
described present specification) resulting in the removal of a significant 
quantity of material from the basic tile, which typically cannot reasonably be 
achieved with sandpaper. They are two different operations. 

With respect to the Examiner's objection to a "cold applying product", 
please note that the referred product from the US 6,354,058 document is the 
"grout" (as mentioned by the Examiner) that is the filling material which is 
inserted in joint line between tile and tile after their laying indeed in floors or 
walls (see, e.g. column 6, lines 6-54 and lines 60-61). Grout is used to finish 
a tile floor, but not to provide a finish on a tile, itself, as is recited in the claims. 

The recited cold painting product acts as a superficial or decorative 
finish of the manufactured tile. The recited "cold painting product" is, for 
example, is a varnish product that is applied on the board of a basic tile 
deeply mechanically abraded in order to restore the original external aesthetic 
of the tile. The recited basic tile is finished, already decorated and fired, and 
is still at the manufacturer, awaiting sale or awaiting to be worked according to 
the process of the present invention in order to obtain a special tile. 

There are significant differences between the applicant's invention and 
the relied-upon art. The two products are strikingly different as are their 
intended uses. In view of this discussion, it is evident that claim amendment 
is not needed to overcome this objection. It is respectfully requested that the 



-8- 



U.S.Serial No. 09/666,266 
REPLY AND AMENDMENT 
REMARKS 

rejection of claim 1 under 35 U.S.C. § 102 over the disclosures of Lewis, U.S. 
Patent No. 6,354,058 be withdrawn. 

Claims 1 and 2 were rejected under 35 U.S.C. § 103 as allegedly 
obvious over the disclosures of Bard, U.S. Patent No. 4,790,110, in view of 
Fuhrman et al., U.S. Patent No. 6,152,127. This rejection, as it may apply to 
the presently amended claims, cannot be agreed with and is respectfully 
traversed. 

In support of this traversal, please note that the teachings of U.S. 
Patent No. 4,790,110 (Bard) concern a tile in which a glazed surface ("5" 
therein) extends at least partly across the side edge of a "tile-like ceramic" 
element. In the figure, a separate joint material (6) is shown (e.g. grout), as is 
a separate edge coating (4) (a layer of bituminous felt with a layer of 
polyethylene having copper strips to act as an electronic ground, see, e.g. 
column 3 lines 21-39). The disclosed edge in Bard is intended not to be seen 
(the edge is the "side facing away from the visible side", as in claim 1 of Bard), 
whereas the present invention is concerned with methods to fashionably finish 
the edge of a tile that js intended to be seen and be aesthetically pleasing. 
The disclosures of Bard, alone or in combination with the disclosures of 
Fuhrman et al. fail to teach or suggest the recited method for making a tile 
with a finished, decorative tile edge. 

The disclosures of Bard fail to teach or suggest that such glazed 
surface covers edges previously mechanically worked with a localized 
removal of a thickness of original glaze at a "worked profile", as recited. 
Furthermore, the disclosures fail to teach that, as in the present patent 
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application, said glazed thickness is applied to the edges (the worked profile), 
at a different time, with the first glazing on the visible (front) surface of the tile. 
The present invention permits both the glazing of a tile, including the edges, 
effected in a single operation, as well as the glazing of a tile in successive 
periods. 

In the art, the latter approach (successive periods) resulted in aesthetic 
problems caused by a junction line between successive glazing operations. 
In the art, the former approach (single glazing), as mentioned in the present 
specification, resulted in aesthetic problems and also various difficulties in 
production. The present invention circumvents these problems of the 
methods of the art. 

Turning now to the issue of the action of "drying" of the tile with regard 
to the disclosures of the relied-upon U.S. Patent No. US 4,790,110 (lines 5- 
11, column 3), the teachings indicate that the "surface glazer" is fired together 
with the tile. Please note that the "firing" of the tiles occurs at very high 
temperatures, typically above 1000°C. Such "firing" is well known in the art 
and is very different from the "drying" (of a cold painting product) recited in the 
present patent application, which occurs for example at about 20°C (see, e.g. 
claim 2). 

The disclosures of Fuhrman et al. teach a tile cutting machine that can 
rout a tile edge. The disclosures fail to teach or suggest how to finish the 
worked tile edge, much less how to overcome the problems encountered in 
the art that are solved by the present invention. As discussed above, the 
teachings of Bard do not remedy this deficiency in the statement of a prima 
facie case of obviousness. 
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It is respectfully requested that the rejection of claims 1 and 2 under 35 

U.S.C. § 103 over the disclosures of Bard, U.S. Patent No. 4,790,110, in view 
of Fuhrman et al., U.S. Patent No. 6,152,127 be withdrawn. 

Claim 3 was rejected under 35 U.S.C. § 103 as allegedly obvious over 
the disclosures of Bard, U.S. Patent No. 4,790,110, in view of Fuhrman et al., 
U.S. Patent No. 6,152,127 and further in view of Warszawski, U.S. Patent No. 
5,082,355. This rejection, as it may apply to the presently amended claims, 
cannot be agreed with and is respectfully traversed. 

In support of this traversal, the discussion above as it relates to Bard 
and Fuhrman is incorporated by reference. It is further respectfully noted that 
the disclosures of Warszawski deal with techniques for manufacturing a light 
modulating device, which involves forming a film sheet or strip of electrolytic 
material on a solid support. The application of the conductive varnish or paint 
to the substrate to form the desired design of the light modulating device can 
us "thick film" techniques such as silk-screening, gun spraying, etc. 

A person of ordinary skill in the art would not go to this non-analogous 
art of formation of high technology light conductive devices to solve the 
problem of aesthetically pleasing edge finishing of tile used in construction. 
Even if they did, the disclosures of Warszawski do not teach or suggest how 
to finish a tile edge of a glazed tile so as to not leave a junction line or to avoid 
a second glazing. 

The disclosures, alone or in combination fail to teach or suggest the 
claimed invention. It is respectfully requested that this basis for the rejection 
of any pending claims under 35 U.S.C. § 103 over the disclosures of Bard, 
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U.S. Patent No. 4,790,110, in view of Fuhrman et al., U.S. Patent No. 
6,152,127 and further in view of Warszawski, U.S. Patent No. 5,082,355 be 
withdrawn. 

Applicant again traverses the Examiner's requirement for restriction. 
For a U.S. National Phase of a PCT patent application, the "Unity of Invention" 
standard for restriction should be applied. Insofar as the claims all share a 
"special technical feature", as recited in claim 1, all of the pending claims 
should remain in a single patent application. It is respectfully noted that the 
patentability of both the method and apparatus turns on the patentability of the 
method that has been considered by the Examiner. Once claim 1 is found to 
be allowable, all claims dependent should also be allowable. Thus, it is 
respectfully requested that the previously withdrawn claims be considered for 
inclusion in the Notice of Allowability. 

SUMMARY 

The bases for rejection of the claims have been dealt with and 
shown to be inapposite. 

The application is believed to be in condition for allowance. An 
early notice to that effect is earnestly solicited. 

A fee for the enclosed Petition under 37 C.F.R. § 1.136(a) is 
enclosed. No further fee or petition is believed to be necessary. However, 
should any further fee be needed, please charge our Deposit Account No. 23- 
0920, and deem this paper to be the required petition. 
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The Examiner is requested to phone the undersigned should 

any questions arise that can be dealt with over the phone to expedite this 
prosecution. 

Respectfully submitted, 




Shannon L. Nebolsky 
Date: Jk^^a^oS 



WELSH & KATZ, LTD. 

120 South Riverside Plaza, 22nd Floor 

Chicago, IL 60606-3912 

Direct Telephone: 1-312-526-1507 

Telephone: 1-312-655-1500 

Fax: 1-312-655-1501 

Email: trvdocketffliwelshkatz. com 
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